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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following parties has filed a petition to cancel the registration indicated below.

Petitioner Information

Name Digital Tree Media Ltd.

Entity Corporation Citizenship England and Wales

Address 21 BROAD ST.
BURY, BL9 0DA
UNITED KINGDOM

Name Razzleberries AB

Entity Corporation Citizenship Sweden

Address NYDALSVÃ¤GEN 3
SEGELTORP, 141 73
SWEDEN

Name Aurrora Limited

Entity Corporation Citizenship England and Wales

Address 2 CLARENCE HOUSE, DALE STREET
LEAMINGTON SPA WARWICKSHIRE, CV32 5AD
UNITED KINGDOM

Name Easy Games, Inc.

Entity Corporation Citizenship California

Address 11130 SAN GABRIEL WAY
VALLEY CENTER, CA 92082
UNITED STATES

Name Hydreon Corporation

Entity Corporation Citizenship Minnesota

Address 6440 FLYING CLOUD DRIVE
SUITE 100
EDEN PRAIRIE, MN 55344
UNITED STATES

Name Jigarbov Productions Inc.

Entity Corporation Citizenship Canada

Address 2520 ELLWOOD DRIVE
#203
SW EDMONTON, AB T6X 0A9
CANADA

Name King Cube Ltd.

Entity Corporation Citizenship Scotland
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Address 1875 GREAT WESTERN ROAD
GLASGOW, G13 2YD
UNITED KINGDOM

Name Sapphire Studios LLC

Entity Limited liability company Citizenship NH

Address 29 NASHUA STREET
MILFORD, NH 03055
UNITED STATES

Name Spark Squared GmbH

Entity Corporation Citizenship Germany

Address LEOPOLDSTR. 2-8
HERFORD, DE-32051
GERMANY

Name ReWrite Media, Inc.

Entity Corporation Citizenship NC

Address 438 RIVER KNOLL DRIVE
CLAYTON, NC 27527
UNITED STATES

Name Mineplex LLC

Entity Limited liability company Citizenship Texas

Address 137 MANOR DRIVE
ROCKWALL, TX 75032
UNITED STATES

Attorney informa-
tion

BARRY WERBIN
HERRICK, FEINSTEIN LLP
2 PARK AVENUE
NEW YORK, NY 10016
UNITED STATES
Primary Email: bwerbin@herrick.com
2125921418

Docket Number 20316-0001

Registration Subject to Cancellation

Registration No. 4828981 Registration date 10/06/2015

Registrant MINEVERSE LLC
5600 BONITA BEACH RD., APT #4808
BONITA SPRINGS, FL 34134
UNITED STATES

Goods/Services Subject to Cancellation

Class 009. First Use: 2012/09/15 First Use In Commerce: 2014/03/02
All goods and services in the class are subject to cancellation, namely: Computer game programmes
downloadable via the Internet; computer game programs;computer game software; computer game
software for use on mobile and cellular phones; computer operating software; computer peripheral
devices; computers; dataprocessing equipment, namely, couplers;downloadable electronic game pro-
grams; video game cartridges



Grounds for Cancellation

Abandonment Trademark Act Section 14(3)

The mark is or has become generic Trademark Act Section 14(3), or Section 23 if on
Supplemental Register

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Attachments Skyblock Cancellation Petition_filing.pdf(5371453 bytes )

Signature /Barry Werbin/

Name Barry Werbin

Date 12/31/2020
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Cancellation No. ____________  

 
PETITION FOR CANCELLATION 

 

Trademark Registration No. 4828981 

Mark: “SKYBLOCK” (stylized) 

Registration date: October 6, 2015 

DIGITAL TREE MEDIA LTD., 
RAZZLEBERRIES AB, AURRORA LIMITED, 
EASY GAMES, INC., HYDREON 
CORPORATION, JIGARBOV PRODUCTIONS 
INC., KING CUBE LTD, MINEPLEX LLC, 
REWRITE MEDIA, INC., SAPPHIRE STUDIOS 
LLC and SPARK SQUARED GMBH, 
 

Petitioners, 
 

vs. 
 
MINEVERSE LLC, 
 

Respondent. 
 

- - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - 
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PETITION FOR CANCELLATION 

 

 

Petitioners believe they will be damaged by the ongoing existence of Registration No. 

4828981 (the “‘981 Registration”) for the mark SKYBLOCK (stylized form) in International 

Class 009 and, accordingly petition for cancellation of same based on abandonment and non-use 

of the subject mark in U.S. commerce, fraud on the U.S. Patent and Trademark Office 

(“USPTO”), and genericness, under 15 U.S.C. § 1064(3); 37 C.F.R. §§ 2.111(b) and 2.112; and 

TBMP § 307 et  seq. and 309 et  seq.  To the best of Petitioners’ knowledge, the name and 

address of the current owner of the ‘981 Registration is Respondent Mineverse, LLC 

(“Mineverse” or “Respondent”), 5600 Bonita Beach Rd., Apt #4808, Bonita Springs, Florida 

34134. 

The Parties 

1.  Petitioners consist of online computer game and content development companies 



 

2 
 

located in the United States, Canada, the United Kingdom, Sweden and Germany, all of which 

provide online game services, or offer and distribute for download online computer gaming 

worlds and content, or both, under the SKYBLOCK name to consumers in the United States and 

globally.   

2.  Respondent Mineverse, upon information and belief, is a Florida limited liability 

company, with an address at 5600 Bonita Beach Rd., apt #4808, Bonita Springs Florida 34134.  

Mineverse is the current owner of the ‘981 Registration. 

3.  Petitioner Digital Tree Media Ltd. (d/b/a CubeCraft Games) is an England and Wales 

corporation with a business address at 21 Broad St., Bury, BL9 0DA, United Kingdom. 

4.  Petitioner Razzleberries AB is a Swedish corporation with a business address at 

Nydalsvägen 3, 141 73 Segeltorp, Sweden.   

5.  Petitioner Aurrora Limited is an England and Wales corporation with a business 

address at 2 Clarence House, Dale Street, Leamington Spa Warwickshire, CV32 5AD, United 

Kingdom. 

6.  Petitioner Easy Games, Inc. is a California corporation with a business address at 

11130 San Gabriel Way, Valley Center, California 92082. 

7.  Petitioner Hydreon Corporation is a Minnesota corporation with a business address at 

6440 Flying Cloud Drive, Suite 100, Eden Prairie, Minnesota 55344. 

8.  Petitioner Jigarbov Productions Inc. is a Canadian corporation with a business address 

at 2520 Ellwood Drive, #203, SW Edmonton, Alberta T6X 0A9, Canada. 

9.  Petitioner King Cube Ltd. is a Scotland corporation with a business address at 1875 

Great Western Road, Glasgow, G13 2YD, United Kingdom. 

10.  Petitioner Mineplex LLC is a Texas limited liability company with a business 
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address at 137 Manor Drive, Rockwall, TX 75032. 

11.  Petitioner ReWrite Media, Inc. is a North Carolina corporation with a business 

address at 438 River Knoll Drive, Clayton, North Carolina 27527. 

12.  Petitioner Sapphire Studios LLC is a New Hampshire limited liability company with 

a business address at 529 Nashua Street, Milford, New Hampshire 03055. 

13.  Petitioner Spark Squared GmbH is German corporation with a business address at 

Leopoldstr. 2-8, DE-32051, Herford, Germany. 

14.  All of the Petitioners are being damaged by the continued registration by Respondent 

of the ‘981 Registration for SKYBLOCK (stylized).  Respondent has issued cease and desist 

letters and/or other notices and demands to certain of Petitioners and others, citing the ‘981 

Registration and another pending application owned by Respondent for the mark SKYBLOCK 

under Serial Number 88699388 in International Class 042, which is being simultaneously 

opposed by Petitioners.  

Facts Common to All Cancellation Counts 

15.  On January 9, 2015, Defendant’s assignor of record, Huzhou Leifu Information 

Technology Co., Ltd. (“HLIT”), a Chinese corporation, filed an intent-to-use application under 

Section 1B of the Trademark Act with the U.S. Patent and Trademark Office (“USPTO”) to 

register a stylized form of the word SKYBLOCK, appearing as follows:  

 

(the “Skyblock Mark”).  A copy of the TESS data respecting the Skyblock Mark application is 

annexed hereto as Exhibit “A.” 

16.  The HLIT Skyblock Mark application specified the following goods in International 

Class 009: 
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Computer game programmes downloadable via the Internet; 
computer game programs; computer game software; computer 
game software for use on mobile and cellular phones; computer 
operating software; computer peripheral devices; computers; data 
processing equipment, namely, couplers; downloadable electronic 
game programs; video game cartridges. 

   

17.  On July 29, 2015, HLIT filed a Statement of Use with the USPTO, specifying a 

March 2, 2014, first use date in U.S. commerce as to all the goods listed in the Skyblock Mark  

application.  Said March 2, 2014, alleged first use date in U.S. commerce pre-dated the filing 

date of the HLIT ITU application, wherein HLIT had represented under penalty of perjury that 

no use in commerce had yet been made of the Skyblock Mark as of the January 9, 2015, filing 

date.   

18.  HLIT also filed specimens of use with its Statement of Use in the form of five JPEG 

images.  Those images consisted of screen shots from the Amazon.com apps and games 

download platform for a downloadable mobile phone game application called “Skyblock – Mini 

Survival Game With Block Multiplayer.”  A copy of the HLIT Statement of Use, inclusive of the 

specimens of use, is annexed hereto as Exhibit “B.”   

19.  In reliance upon the Statement of Use submitted by HLIT under penalty of perjury, 

the USPTO issued the ’981 Registration to HLIT on October 6, 2015, for the Skyblock Mark. 

20.  On August 14, 2020, an assignment of the ‘981 Registration from HLIT, as assignor, 

to Respondent Mineverse, as assignee, dated August 13, 2020, was recorded with the USPTO at 

Reel/Frame 7206/0886 (the “HLIT Assignment”).  A copy of the HLIT Assignment is annexed 

hereto as Exhibit “C.”  The HLIT Assignment was a “quitclaim” form of assignment, which was 

devoid of any representations or warranties by HLIT. 

21.  Upon information and belief, at some time prior to the execution and recordation of 

the HLIT Assignment, HLIT ceased selling, offering for sale and distributing its “Skyblock – 
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Mini Survival Game With Block Multiplayer” mobile phone game in United States commerce, 

without an intention to resume such use.   

22.  As of December 28, 2020, Amazon’s app/game download platform listed at least 21 

independently developed mobile games created by other third parties that were named or 

contained the name SKYBLOCK at https://www.amazon.com/s?k=skyblock&i=mobile-

apps&ref=nb_sb_noss_1.  A screen shot copy of this search results page is annexed hereto as 

Exhibit “D.”  None of the listed games are offered by Respondent. 

23.  As of December 31, 2020, the Google Play Android app store listed at least 80 

independently developed mobile games created by other third parties that were named or 

contained the name SKYBLOCK at 

https://play.google.com/store/search?q=skyblock&c=apps&hl=en_US&gl=US.  A screen shot 

copy of this search results page is annexed hereto as Exhibit “E.”  None of the listed games are 

offered by Respondent. 

FIRST CLAIM FOR CANCELLATION: ABANDONMENT 

24.  Petitioners incorporate by reference the allegations set forth above in paragraphs 1 – 

23 of this Petition as if fully pleaded at length herein.  

25.  Upon information and belief, HLIT previously discontinued use of and abandoned 

the Skyblock Mark with respect to all the goods in the ‘981 Registration, with no intention to 

resume use, and Respondent is bound by such abandonment as of the date of the HLIT 

Assignment and to date. 

26.  Upon information and belief, Respondent has further abandoned the Skyblock Mark, 

with no intention to resume use, with respect to the goods described in the ‘981 Registration. 

27.  Upon information and belief, the reason Respondent obtained the HLIT Assignment 

was for the sole purpose of threatening claims against third parties, including Petitioners, for 

https://www.amazon.com/s?k=skyblock&i=mobile-apps&ref=nb_sb_noss_1
https://www.amazon.com/s?k=skyblock&i=mobile-apps&ref=nb_sb_noss_1
https://play.google.com/store/search?q=skyblock&c=apps&hl=en_US&gl=US
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alleged infringement of the ‘981 Registration, and using such threats to extort settlements, 

including payments of fees and royalties.  Respondent’s actions have been in bad faith.   

28.  Petitioners therefore are being damaged by the continued registration by Respondent 

of the Skyblock Mark and the existence of the ‘981 Registration, which should be cancelled. 

SECOND CLAIM FOR CANCELLATION: FRAUD ON THE USPTO 

 

29.  Petitioners incorporate by reference the allegations set forth above in paragraphs 1 – 

28 of this Petition as if fully pleaded at length herein.  

30.  Defendant’s predecessor assignor, HLIT, knowingly made false, material 

representations of fact with the intent to deceive the USPTO, thereby obtaining by fraud the ‘981 

Registration to which it was otherwise not entitled.   

31.  Apart from reciting “Computer game programmes downloadable via the Internet; 

computer game programs; computer game software; computer game software for use on mobile 

and cellular phones,” the ‘981 Registration also recites “computer operating software; computer 

peripheral devices; computers; data processing equipment, namely, couplers; downloadable 

electronic game programs; video game cartridges” as being in use in U.S. commerce as of the 

SOU filing date.   

32.  Upon information and belief, neither HLIT nor Respondent have ever offered 

“computer operating software; computer peripheral devices; computers; data processing 

equipment, namely, couplers; downloadable electronic game programs; video game cartridges” 

in U.S. commerce, and such representation in the SOU was intentionally false and misleading. 

33.  Online research by Petitioners has not revealed any of the foregoing goods offered in 

the U.S. by HLIT or Respondent.  The only specimen of use submitted by HLIT with its 

Statement of Use was for the single downloadable mobile app game called “Skyblock – Mini 
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Survival Game With Block Multiplayer.”  HLIT knew at the time it submitted its Statement of 

Use that it had never offered in U.S. commerce “computer operating software; computer 

peripheral devices; computers; data processing equipment, namely, couplers; downloadable 

electronic game programs; video game cartridges” under the Skyblock Mark.  HLIT falsely 

represented to the USPTO that it in fact was offering such goods in U.S. commerce as of the July 

29, 2015, date HLIT filed its Statement of Use.  

34.  Upon information and belief, at the time it filed its application to register the 

Skyblock Mark, HLIT did not have a bona fide intent to offer in U.S. commerce “computer 

operating software; computer peripheral devices; computers; data processing equipment, namely, 

couplers; downloadable electronic game programs; video game cartridges.”   

35.  Under penalty of perjury, HLIT represented to the USPTO at the time it filed its 

Section 1(b) intent-to-use application for the Skyblock Mark that it had not yet begun use of such 

mark in U.S. commerce.  On July 29, 2015, HLIT filed its Statement of Use with the USPTO, 

specifying a March 2, 2014, first use date in U.S. commerce, which contradicted the sworn 

representation made by HLIT in its original application that the Skyblock Mark had not yet been 

used in U.S. commerce.  Either HLIT’s representation in its Section 1(b) application that no prior 

use in U.S. commerce had occurred was knowingly false, or its recitation of an earlier first use 

date in its Statement of Use was knowingly false.  Either way, HLIT’s representations to the 

USPTO were false and fraudulent and were made with actual knowledge of such falsity.  

36.  Upon information and belief, at the time it obtained the HLIT Assignment, 

Respondent knew or should have known that HLIT’s representations in its Statement of Use 

respecting the ‘981 Registration and all the Class 009 goods were false.  

37.  Upon information and belief, the USPTO relied upon the false statements made by 
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HLIT in its Statement of Use in issuing the ‘981 Registration.   

38.  Petitioners therefore are being damaged by the continued registration by Respondent 

of the Skyblock Mark and the existence of the ‘981 Registration, which should be cancelled. 

 

THIRD CLAIM FOR CANCELLATION: GENERICNESS  

 

39.  Petitioners incorporate by reference the allegations set forth above in paragraphs 1 – 

38 of this Petition as if fully pleaded at length herein. 

40.  The name “Skyblock” has become generic for a type of in-game digital world used in 

one of the world’s most popular online games called Minecraft®, which is currently owned by 

Microsoft Corporation.  In the Minecraft game, players interact, build structures, and engage in a 

massive online virtual world constructed of block-like components, landscapes, characters and 

related content.  Extensive in-game worlds and content have been created over the course of 

many years, and continue to be created, for the Minecraft game by thousands of independent 

developers. 

41.  One of these Minecraft worlds has become commonly known over the course of 

approximately nine years as “Skyblock.”  The name “Skyblock” has come to refer generically to 

a category of in-game digital worlds and associated content relating to an island in the sky 

composed of blocks, thence the name “Skyblock,” where players are challenged with surviving 

on this block island in the sky with limited resources, within the Minecraft game universe. 

42.  The first “Skyblock” named game world was released to the public by Respondent’s 

own principal owner, who is known by the alias “Noobcrew,” on or about September 4, 2011, on 

an online public Minecraft game forum site called Minecraft Forum.  Noobcrew released the 

“Skyblock” world without any license or other restriction, and without notice of any trademark 

rights in the “Skyblock” name.   
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43.  Over the course of nearly a decade, hundreds, if not thousands, of independent 

companies and individual developers have created variations of “Skyblock” worlds and related 

in-game content, as well as downloadable games, to the point where, within the gaming 

community, the “Skyblock” name has become generic for a type of Minecraft game world 

consisting of a block island in the sky and its related digital content. 

44.  As set forth above, numerous third-party mobile game apps also exist for download 

in the United States that use the name “Skyblock” or “Sky block.” 

45.  Noobcrew never sought to enforce any trademark rights against any of the numerous 

third parties and persons who, over the course of many years since 2011, released their own 

versions of “Skyblock” worlds and associated content bearing the “Skyblock” name.  Nor did 

HLIT ever attempt to enforce any trademark rights in the Skyblock name.  It was only recently in 

2020 that Respondent, in an attempt to extort license fees to which it is not entitled, first starting 

sending out cease and desist letters to various game content developers and service providers, 

including some of the Petitioners, citing the ‘981 Registration and alleged common law rights as 

evidenced by a separate pending USPTO application filed by Respondent on November 20, 

2019, for “Skyblock” in Class 042 (SN 88699388).1   

46.  As a result of Respondent’s predecessor assignor, HLIT, and Respondent’s principal 

owner, Noobcrew, never having enforced any trademark rights in the Skyblock name over the 

course of nearly nine years, despite extensive third party uses thereof, the Skyblock name has 

become generic for a type of computer-generated game world and related content for the 

Minecraft game, and Respondent’s ‘981 Registration for the Skyblock Mark should be cancelled. 

 
1 Petitioners are simultaneously filing with the TTAB a Notice of Opposition as to that pending 
application SN 88699388.  
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47.  Petitioners are being damaged by the continued registration by Respondent of the 

Skyblock Mark and the existence of the ‘981 Registration, which should be cancelled.    

 

PRAYER FOR RELIEF 

WHEREFORE, Petitioners respectfully request that Registration No. 4828981 be 

cancelled.  

Dated: December 31, 2020 

HERRICK, FEINSTEIN LLP  

By: /Barry Werbin/  
Barry Werbin, Esq. [NY Attorney Reg. No. 
1797232] 
bwerbin@herrick.com  
2 Park Avenue 
New York, New York 10016 
212.592.1418 
 
Attorneys for Petitioners Digital Tree Media Ltd, 
Razzleberries AB, Aurrora Limited, Easy Games, 
Inc., Hydreon Corporation, Jigarbov Productions 
Inc., King Cube Ltd, Mineplex LLC, Rewrite 
Media, Inc., Sapphire Studios LLC and Spark 
Squared Gmbh 

mailto:bwerbin@herrick.com
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EXHIBIT A 

 

HLIT Application - USPTO TESS Database  

  
 

(copy attached after Certificate of Service) 
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EXHIBIT B 

 

HLIT Statement of Use 

 

 

(copy attached after Certificate of Service) 
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EXHIBIT C 

HLIT Recorded Assignment 

 

(copy attached after Certificate of Service) 
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EXHIBIT D 

Amazon® App Store “Skyblock” Search Results 

 

(copy attached after Certificate of Service) 
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EXHIBIT E 

Google® Play App Store (Android) “Skyblock” Search Results 

 

(copy attached after Certificate of Service) 
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CERTIFICATE OF SERVICE 

The undersigned hereby certifies that a true and exact copy of the foregoing Petition is 

being served on Opposer’s attorney of record on December 31, 2020, by e-mail to: 

 
Michael Schwab, Esq. 
Moritt Hock & Hamroff LLP 
1407 Broadway 
New York, New York 10018 
mschwab@moritthock.com 
trademark@moritthock.com  

 
       

/Barry Werbin/  
      Barry Werbin 
      Attorney for Applicant  
       

 

HF 13630976v.1 

mailto:mschwab@moritthock.com
mailto:trademark@moritthock.com


EXHIBIT A 
 
 

HLIT Application - USPTO TESS Database Printout 



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 86499232

Filing Date: 01/09/2015

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory

under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK
\\TICRS\EXPORT16\IMAGEOUT

16\864\992\86499232\xml1\ FTK0002.JPG

*SPECIAL FORM YES

USPTO-GENERATED IMAGE NO

LITERAL ELEMENT Skyblock

*COLOR MARK NO

*COLOR(S) CLAIMED

(If applicable)

*DESCRIPTION OF THE MARK

(and Color Location, if applicable)
The mark consists of the stylized wording "Skyblock".

PIXEL COUNT ACCEPTABLE NO

PIXEL COUNT 558 x 132

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Huzhou Leifu Information Technology Co.,Ltd

*STREET No.666 Chaoyang Road, Huzhou, Zhejiang

*CITY Huzhou

*COUNTRY China

*ZIP/POSTAL CODE

(Required for U.S. applicants only)
313009

PHONE 08618911367799

EMAIL ADDRESS XXXX

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

LEGAL ENTITY INFORMATION

*TYPE limited company (ltd.)

* STATE/COUNTRY WHERE LEGALLY ORGANIZED China

../FTK0002.JPG
../FTK0002.JPG


GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION

Computer game programmes downloadable via the Internet;

Computer game programs; Computer game software;

Computer game software for use on mobile and cellular

phones; Computer operating software; Computer peripheral

devices; Computers; Data processing equipment, namely,

couplers; Downloadable electronic game programs; Video

game cartridges

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS SECTION

*TRANSLATION 

(if applicable)
 

*TRANSLITERATION 

(if applicable)
 

*CLAIMED PRIOR REGISTRATION

(if applicable)
 

*CONSENT (NAME/LIKENESS) 

(if applicable)

*CONCURRENT USE CLAIM 

(if applicable)
 

CORRESPONDENCE INFORMATION

*NAME Huzhou Leifu Information Technology Co.,Ltd

FIRM NAME Huzhou Leifu Information Technology Co.,Ltd

*STREET No.666 Chaoyang Road, Huzhou, Zhejiang

*CITY Huzhou

*COUNTRY China

*ZIP/POSTAL CODE 313009

PHONE 08618911367799

*EMAIL ADDRESS 825114@gmail.com;xw@gbicom.org

*AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE /Eric/

* SIGNATORY'S NAME Eric Wang

* SIGNATORY'S POSITION President

SIGNATORY'S PHONE NUMBER 08618911367799

* DATE SIGNED 01/09/2015





PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

 

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 86499232

Filing Date: 01/09/2015

To the Commissioner for Trademarks:

MARK: Skyblock (stylized and/or with design, see mark)

The literal element of the mark consists of Skyblock.

The applicant is not claiming color as a feature of the mark. The mark consists of the stylized wording "Skyblock".

The applicant, Huzhou Leifu Information Technology Co.,Ltd, a limited company (ltd.) legally organized under the laws of China, having an

address of

      No.666 Chaoyang Road, Huzhou, Zhejiang

      Huzhou 313009

      China

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 

       International Class 009:  Computer game programmes downloadable via the Internet; Computer game programs; Computer game software;

Computer game software for use on mobile and cellular phones; Computer operating software; Computer peripheral devices; Computers; Data

processing equipment, namely, couplers; Downloadable electronic game programs; Video game cartridges

Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company or licensee the mark in commerce on

or in connection with the identified goods and/or services. (15 U.S.C. Section 1051(b)).

The applicant's current Correspondence Information:

      Huzhou Leifu Information Technology Co.,Ltd

      Huzhou Leifu Information Technology Co.,Ltd

      No.666 Chaoyang Road, Huzhou, Zhejiang

      Huzhou 313009, China

      08618911367799(phone)

      825114@gmail.com;xw@gbicom.org (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1 class(es).

Declaration

The signatory believes that: if the applicant is filing the application under 15 U.S.C. Section 1051(a), the applicant is the owner of the

trademark/service mark sought to be registered; the applicant or the applicant's related company or licensee is using the mark in commerce on or

in connection with the goods/services in the application, and such use by the applicant's related company or licensee inures to the benefit of the

applicant; the specimen(s) shows the mark as used on or in connection with the goods/services in the application; and/or if the applicant filed an

application under 15 U.S.C. Section 1051(b), Section 1126(d), and/or Section 1126(e), the applicant is entitled to use the mark in commerce; the

applicant has a bona fide intention to use or use through the applicant's related company or licensee the mark in commerce on or in connection

with the goods/services in the application. The signatory believes that to the best of the signatory's knowledge and belief, no other person has the

right to use the mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services of such other person, to cause confusion or mistake, or to deceive. The signatory being warned that willful false statements and

the like are punishable by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like may

jeopardize the validity of the application or any registration resulting therefrom, declares that all statements made of his/her own knowledge are

../FTK0002.JPG


true and all statements made on information and belief are believed to be true.

Signature: /Eric/   Date Signed: 01/09/2015

Signatory's Name: Eric Wang

Signatory's Position: President

RAM Sale Number: 86499232

RAM Accounting Date: 01/09/2015

Serial Number: 86499232

Internet Transmission Date: Fri Jan 09 04:21:07 EST 2015

TEAS Stamp: USPTO/FTK-XXX.XXX.XXX.X-2015010904210756

3709-86499232-500263ee2c33465398ec670c33

726bf56f585754b16bce40f84966b5c5a31a3-CC
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HLIT Statement of Use 

 
  



PTO Form 1553 (Rev 9/2005)

OMB No. 0651-0054 (Exp. 10/31/2017)

Trademark/Service Mark Statement of Use

(15 U.S.C. Section 1051(d))

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 86499232

LAW OFFICE ASSIGNED LAW OFFICE 115

EXTENSION OF USE NO

MARK SECTION

MARK FILE NAME http://tmng-al.uspto.gov/resting2/api/img/86499232/large

LITERAL ELEMENT SKYBLOCK

STANDARD CHARACTERS NO

USPTO-GENERATED IMAGE NO

OWNER SECTION

NAME Huzhou Leifu Information Technology Co.,Ltd

STREET No.666 Chaoyang Road, Huzhou, Zhejiang

CITY Huzhou

ZIP/POSTAL CODE 313009

COUNTRY China

PHONE 08618911367799

EMAIL XXXX

GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 009

CURRENT IDENTIFICATION

Computer game programmes downloadable via the Internet; Computer

game programs; Computer game software; Computer game software for use

on mobile and cellular phones; Computer operating software; Computer

peripheral devices; Computers; Data processing equipment, namely,

couplers; Downloadable electronic game programs; Video game cartridges

GOODS OR SERVICES KEEP ALL LISTED

FIRST USE ANYWHERE DATE 09/15/2012

FIRST USE IN COMMERCE DATE 03/02/2014

SPECIMEN FILE NAME(S)
\\TICRS\EXPORT16\IMAGEOUT 16\864\992\86499232\xml10

\SOU0002.JPG

       
\\TICRS\EXPORT16\IMAGEOUT 16\864\992\86499232\xml10

\SOU0003.JPG

       
\\TICRS\EXPORT16\IMAGEOUT 16\864\992\86499232\xml10

\SOU0004.JPG

       
\\TICRS\EXPORT16\IMAGEOUT 16\864\992\86499232\xml10

../SOU0002.JPG
../SOU0002.JPG
../SOU0003.JPG
../SOU0003.JPG
../SOU0004.JPG
../SOU0004.JPG
../SOU0005.JPG


\SOU0005.JPG

       
\\TICRS\EXPORT16\IMAGEOUT 16\864\992\86499232\xml10

\SOU0006.JPG

SPECIMEN DESCRIPTION the specimen show our app products in Amazon.com

REQUEST TO DIVIDE NO

PAYMENT SECTION

NUMBER OF CLASSES IN USE 1

SUBTOTAL AMOUNT [ALLEGATION OF USE FEE] 100

TOTAL AMOUNT 100

SIGNATURE SECTION

DECLARATION SIGNATURE /Eric/

SIGNATORY'S NAME Eric Wang

SIGNATORY'S POSITION President

DATE SIGNED 07/30/2015

SIGNATORY'S PHONE NUMBER 08618911367799

FILING INFORMATION

SUBMIT DATE Wed Jul 29 21:55:53 EDT 2015

TEAS STAMP

USPTO/SOU-XXX.XXX.XXX.XX-

20150729215553750444-8649

9232-54022ca47995e1eca5d5

7afa762d1da4e6fae96218881

0e8965e70fea9c588ad-CC-90

83-20150729215122509573
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PTO Form 1553 (Rev 9/2005)

OMB No. 0651-0054 (Exp. 10/31/2017)

 

Trademark/Service Mark Statement of Use

(15 U.S.C. Section 1051(d))
To the Commissioner for Trademarks:

MARK: SKYBLOCK (Stylized and/or with Design, see http://tmng-al.uspto.gov/resting2/api/img/86499232/large)

SERIAL NUMBER: 86499232

The applicant, Huzhou Leifu Information Technology Co.,Ltd, having an address of

      No.666 Chaoyang Road, Huzhou, Zhejiang

      Huzhou, 313009

      China

is submitting the following allegation of use information:

For International Class 009:

Current identification: Computer game programmes downloadable via the Internet; Computer game programs; Computer game software;

Computer game software for use on mobile and cellular phones; Computer operating software; Computer peripheral devices; Computers; Data

processing equipment, namely, couplers; Downloadable electronic game programs; Video game cartridges

The mark is in use in commerce on or in connection with all of the goods/services, or to indicate membership in the collective organization listed

in the application or Notice of Allowance or as subsequently modified for this specific class.

The mark was first used by the applicant, or the applicant's related company, licensee, or predecessor in interest at least as early as 09/15/2012,

and first used in commerce at least as early as 03/02/2014, and is now in use in such commerce. The applicant is submitting one specimen for the

class showing the mark as used in commerce on or in connection with any item in the class, consisting of a(n) the specimen show our app

products in Amazon.com.

Specimen File1

Specimen File2

Specimen File3

Specimen File4

Specimen File5

The applicant is not filing a Request to Divide with this Allegation of Use form.

A fee payment in the amount of $100 will be submitted with the form, representing payment for the allegation of use for 1 class.

Declaration

STATEMENTS: The signatory believes that: if the applicant is filing the amendment to allege use under 15 U.S.C. §1051(c) or a statement of

use under 15 U.S.C. §1051(d), the applicant is the owner of the mark sought to be registered; the mark is in use in commerce; for a trademark

or service mark application, the applicant is using the mark in commerce on or in connection with all the goods/services in the application or

notice of allowance, or as subsequently modified; for a collective trademark, collective service mark, collective membership mark

application, the applicant is exercising legitimate control over the use of the mark in commerce by members on or in connection with all the

goods/services/collective membership organization in the application or notice of allowance, or as subsequently modified; for a certification

mark application, the applicant is exercising legitimate control over the use of the mark in commerce by authorized users on or in connection

with the all goods/services in the application or notice of allowance, or as subsequently modified, and the applicant is not engaged in the

production or marketing of the goods/services to which the mark is applied, except to advertise or promote recognition of the certification

program or of the goods/services that meet the certification standards of the applicant; that to the best of the signatory's knowledge and belief, no

other persons, except, if applicable, authorized users, members, and/or concurrent users, have the right to use the mark in commerce, either in the

identical form or in such near resemblance as to be likely, when used on or in connection with the goods/services/collective membership

organization of such other persons, to cause confusion or mistake, or to deceive; and the specimen(s) shows the mark as used on or in connection

with the goods/services/collective membership organization in commerce.
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DECLARATION: The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under

18 U.S.C. §1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any

registration resulting therefrom, declares that all statements made of his/her own knowledge are true and that all statements made on information

and belief are believed to be true.

Signature: /Eric/      Date Signed: 07/30/2015

Signatory's Name: Eric Wang

Signatory's Position: President

Signatory's Phone: 08618911367799

RAM Sale Number: 86499232

RAM Accounting Date: 07/30/2015

Serial Number: 86499232

Internet Transmission Date: Wed Jul 29 21:55:53 EDT 2015

TEAS Stamp: USPTO/SOU-XXX.XXX.XXX.XX-201507292155537

50444-86499232-54022ca47995e1eca5d57afa7

62d1da4e6fae962188810e8965e70fea9c588ad-

CC-9083-20150729215122509573

 

 















EXHIBIT C 

 
HLIT Recorded Assignment 

 







EXHIBIT D 

 
Amazon® App Store “Skyblock” Search Results 

 





EXHIBIT E 

 
Google® Play App Store (Android) “Skyblock” Search Results 

 




	1.   Petitioners consist of online computer game and content development companies located in the United States, Canada, the United Kingdom, Sweden and Germany, all of which provide online game services, or offer and distribute for download online com...
	2.   Respondent Mineverse, upon information and belief, is a Florida limited liability company, with an address at 5600 Bonita Beach Rd., apt #4808, Bonita Springs Florida 34134.  Mineverse is the current owner of the ‘981 Registration.
	3.   Petitioner Digital Tree Media Ltd. (d/b/a CubeCraft Games) is an England and Wales corporation with a business address at 21 Broad St., Bury, BL9 0DA, United Kingdom.
	4.   Petitioner Razzleberries AB is a Swedish corporation with a business address at Nydalsvägen 3, 141 73 Segeltorp, Sweden.
	5.   Petitioner Aurrora Limited is an England and Wales corporation with a business address at 2 Clarence House, Dale Street, Leamington Spa Warwickshire, CV32 5AD, United Kingdom.
	6.   Petitioner Easy Games, Inc. is a California corporation with a business address at 11130 San Gabriel Way, Valley Center, California 92082.
	7.   Petitioner Hydreon Corporation is a Minnesota corporation with a business address at 6440 Flying Cloud Drive, Suite 100, Eden Prairie, Minnesota 55344.
	8.   Petitioner Jigarbov Productions Inc. is a Canadian corporation with a business address at 2520 Ellwood Drive, #203, SW Edmonton, Alberta T6X 0A9, Canada.
	9.   Petitioner King Cube Ltd. is a Scotland corporation with a business address at 1875 Great Western Road, Glasgow, G13 2YD, United Kingdom.
	10.   Petitioner Mineplex LLC is a Texas limited liability company with a business address at 137 Manor Drive, Rockwall, TX 75032.
	11.   Petitioner ReWrite Media, Inc. is a North Carolina corporation with a business address at 438 River Knoll Drive, Clayton, North Carolina 27527.
	12.   Petitioner Sapphire Studios LLC is a New Hampshire limited liability company with a business address at 529 Nashua Street, Milford, New Hampshire 03055.
	13.   Petitioner Spark Squared GmbH is German corporation with a business address at Leopoldstr. 2-8, DE-32051, Herford, Germany.
	14.   All of the Petitioners are being damaged by the continued registration by Respondent of the ‘981 Registration for SKYBLOCK (stylized).  Respondent has issued cease and desist letters and/or other notices and demands to certain of Petitioners and...
	Facts Common to All Cancellation Counts
	15.   On January 9, 2015, Defendant’s assignor of record, Huzhou Leifu Information Technology Co., Ltd. (“HLIT”), a Chinese corporation, filed an intent-to-use application under Section 1B of the Trademark Act with the U.S. Patent and Trademark Office...
	16.   The HLIT Skyblock Mark application specified the following goods in International Class 009:
	17.   On July 29, 2015, HLIT filed a Statement of Use with the USPTO, specifying a March 2, 2014, first use date in U.S. commerce as to all the goods listed in the Skyblock Mark  application.  Said March 2, 2014, alleged first use date in U.S. commerc...
	18.   HLIT also filed specimens of use with its Statement of Use in the form of five JPEG images.  Those images consisted of screen shots from the Amazon.com apps and games download platform for a downloadable mobile phone game application called “Sky...
	19.   In reliance upon the Statement of Use submitted by HLIT under penalty of perjury, the USPTO issued the ’981 Registration to HLIT on October 6, 2015, for the Skyblock Mark.
	20.   On August 14, 2020, an assignment of the ‘981 Registration from HLIT, as assignor, to Respondent Mineverse, as assignee, dated August 13, 2020, was recorded with the USPTO at Reel/Frame 7206/0886 (the “HLIT Assignment”).  A copy of the HLIT Assi...
	21.   Upon information and belief, at some time prior to the execution and recordation of the HLIT Assignment, HLIT ceased selling, offering for sale and distributing its “Skyblock – Mini Survival Game With Block Multiplayer” mobile phone game in Unit...
	22.   As of December 28, 2020, Amazon’s app/game download platform listed at least 21 independently developed mobile games created by other third parties that were named or contained the name SKYBLOCK at https://www.amazon.com/s?k=skyblock&i=mobile-ap...
	23.   As of December 31, 2020, the Google Play Android app store listed at least 80 independently developed mobile games created by other third parties that were named or contained the name SKYBLOCK at https://play.google.com/store/search?q=skyblock&c...
	24.   Petitioners incorporate by reference the allegations set forth above in paragraphs 1 – 23 of this Petition as if fully pleaded at length herein.
	25.   Upon information and belief, HLIT previously discontinued use of and abandoned the Skyblock Mark with respect to all the goods in the ‘981 Registration, with no intention to resume use, and Respondent is bound by such abandonment as of the date ...
	26.   Upon information and belief, Respondent has further abandoned the Skyblock Mark, with no intention to resume use, with respect to the goods described in the ‘981 Registration.
	27.   Upon information and belief, the reason Respondent obtained the HLIT Assignment was for the sole purpose of threatening claims against third parties, including Petitioners, for alleged infringement of the ‘981 Registration, and using such threat...
	28.   Petitioners therefore are being damaged by the continued registration by Respondent of the Skyblock Mark and the existence of the ‘981 Registration, which should be cancelled.
	SECOND CLAIM FOR CANCELLATION: FRAUD ON THE USPTO
	29.   Petitioners incorporate by reference the allegations set forth above in paragraphs 1 – 28 of this Petition as if fully pleaded at length herein.
	30.   Defendant’s predecessor assignor, HLIT, knowingly made false, material representations of fact with the intent to deceive the USPTO, thereby obtaining by fraud the ‘981 Registration to which it was otherwise not entitled.
	31.   Apart from reciting “Computer game programmes downloadable via the Internet; computer game programs; computer game software; computer game software for use on mobile and cellular phones,” the ‘981 Registration also recites “computer operating so...
	32.   Upon information and belief, neither HLIT nor Respondent have ever offered “computer operating software; computer peripheral devices; computers; data processing equipment, namely, couplers; downloadable electronic game programs; video game cartr...
	33.   Online research by Petitioners has not revealed any of the foregoing goods offered in the U.S. by HLIT or Respondent.  The only specimen of use submitted by HLIT with its Statement of Use was for the single downloadable mobile app game called “S...
	34.   Upon information and belief, at the time it filed its application to register the Skyblock Mark, HLIT did not have a bona fide intent to offer in U.S. commerce “computer operating software; computer peripheral devices; computers; data processing...
	35.   Under penalty of perjury, HLIT represented to the USPTO at the time it filed its Section 1(b) intent-to-use application for the Skyblock Mark that it had not yet begun use of such mark in U.S. commerce.  On July 29, 2015, HLIT filed its Statemen...
	36.   Upon information and belief, at the time it obtained the HLIT Assignment, Respondent knew or should have known that HLIT’s representations in its Statement of Use respecting the ‘981 Registration and all the Class 009 goods were false.
	37.   Upon information and belief, the USPTO relied upon the false statements made by HLIT in its Statement of Use in issuing the ‘981 Registration.
	38.   Petitioners therefore are being damaged by the continued registration by Respondent of the Skyblock Mark and the existence of the ‘981 Registration, which should be cancelled.
	THIRD CLAIM FOR CANCELLATION: GENERICNESS
	39.   Petitioners incorporate by reference the allegations set forth above in paragraphs 1 – 38 of this Petition as if fully pleaded at length herein.
	40.   The name “Skyblock” has become generic for a type of in-game digital world used in one of the world’s most popular online games called Minecraft®, which is currently owned by Microsoft Corporation.  In the Minecraft game, players interact, build...
	41.   One of these Minecraft worlds has become commonly known over the course of approximately nine years as “Skyblock.”  The name “Skyblock” has come to refer generically to a category of in-game digital worlds and associated content relating to an i...
	42.   The first “Skyblock” named game world was released to the public by Respondent’s own principal owner, who is known by the alias “Noobcrew,” on or about September 4, 2011, on an online public Minecraft game forum site called Minecraft Forum.  Noo...
	43.   Over the course of nearly a decade, hundreds, if not thousands, of independent companies and individual developers have created variations of “Skyblock” worlds and related in-game content, as well as downloadable games, to the point where, withi...
	44.   As set forth above, numerous third-party mobile game apps also exist for download in the United States that use the name “Skyblock” or “Sky block.”
	45.   Noobcrew never sought to enforce any trademark rights against any of the numerous third parties and persons who, over the course of many years since 2011, released their own versions of “Skyblock” worlds and associated content bearing the “Skybl...
	46.   As a result of Respondent’s predecessor assignor, HLIT, and Respondent’s principal owner, Noobcrew, never having enforced any trademark rights in the Skyblock name over the course of nearly nine years, despite extensive third party uses thereof,...
	47.   Petitioners are being damaged by the continued registration by Respondent of the Skyblock Mark and the existence of the ‘981 Registration, which should be cancelled.
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